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DETAILED ACTION 

1. Claims 1-6, 11-19,21-22,24-28,30-31 and 33 are presented for examination. 
Claims 7, 10, 20, 23, 29, and 32 have been cancelled. 

Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
08/12/2009 has been entered. 



Claim Rejections - 35 USC § 103 



3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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4. Claims 1-6, 8-9, 11-19, 21-22, 24-28, 30-31 and 33 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Watanabe et al. (6,850,757) (hereinafter Watanabe) 
in view of Mousseau et al. (US PUB 2002/0120696) (hereinafter Mousseau). 

5. As per claims 1 and 27, Watanabe discloses a communication system and 
method for pushing electronic messages to a wireless portable device (arrival 
notification message is pushed by notification apparatus, col 2, lines 54-60; col 5, lines 
6-31 ) to advise a user when an electronic message is received and to provide the user 
with a subset of the electronic message to allow the user to download electronic 
message of interest for viewing at the wireless portable device (col 2, lines 54-60; col 5, 
lines 6-31), comprising: a mail server (102, fig 1) having an electronic mail interface 
configured to be coupled to the internet (104, fig 1 , col 2, lines 48-60), for storing an 
electronic mail message received over the Internet (col 2, lines 37-60) and for 
generating a copy of said electronic mail message (Fig 1, col 2, lines 24-46); 

a notifications server (100, fig 1 , col 2, lines 24-36), coupled to said mail server (col 
2, lines 24-36), and having a standard electronic mail protocol for automatically 
receiving said copy of said electronic mail message as a standard formatted 
electronic mail message (100, fig 1, col 2, lines 24-53); 

wherein said mail server (102, fig 1) automatically forwards using standard mail 
protocols the copies of the received messages to the said notification server (100, fig 
1, col 2, lines 27-60); 
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wherein said notifications server (100, fig 1 , col 2, lines 24-60) is for automatically 
generating (arrival notification mail, col 2, lines 24-60), therefrom, a subset of said 
received copy of said electronic mail message (col 5, lines 6-31); and 

wherein said notifications server (col 2, lines 24-60), upon generation of said 
subset (subset is interpreted as message, col 5, lines 6-31), is configured to 
automatically transmit without any user trigger (notification, col 1 , lines 5-1 0; col 2, lines 
54-67) said subset (subset is interpreted as message, col 3, lines 33-35) to an identified 
wireless electronic device (col 5, lines 6-31) associated with a user that is the recipient 
of said received electronic mail message (cellular phone, col 5, lines 6-39), and wherein 
the user subsequently is able to select the subset (subset is interpreted as body of the 
text, col 6, lines 18-33) and thereby download the remainder of the electronic mail 
message (col 6, lines 17-44). 

The "prior art" (or "the system of) of Watanabe teaches notification apparatus (100, 
fig 1 ,) generating and notifying arrival of notification mail message to the wireless 
device (col 2, lines 24-60) and further suggest adding couple of short sentences to 
the notification message (col 5, lines 22-31). Watanabe does not specifically 
disclose generating a copy of said electronic mail message, therefrom, a subset of 
said received copy of said electronic mail message, wherein said mail server 
automatically forwards using standard mail protocols the copies of the received 
messages to the said notification server; Wherein a push packet is used by said 
notification server to transmit said subset to said identified wireless electronic 
device. However, the Watanabe teaches notification apparatus (100, fig 1,) 
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generating and notifying arrival of notification mail message to the wireless device 
(col 2, lines 24-60) and further suggest adding couple of short sentences to the 
notification message (col 5, lines 22-31). Mousseau generating a copy of said 
electronic mail message (page 7, paragraph #0070; page 8, paragraph #0076), 
therefrom, a subset of said received copy of said electronic mail message (page 7, 
paragraph #0070; page 8, paragraph #0076; and paragraph #0067); Wherein a push 
packet is used by said notification server to transmit said subset to said identified 
wireless electronic device (elements of fig 4, paragraph #.0090, "should be pushed 
to the user's mobile data communication device 24.") It would have been obvious to 
one of ordinary skill in the art at the time of the invention was made to combine the 
teachings of Watanabe and Mousseau. The motivation (prior art of Watanabe at 
least suggests adding a couple of short sentence so user can determine whether the 
electronic mail should be read, col 5, lines 22-31, col 6, lines 18-33) would have 
been developing mail arrival notification system for notifying mobile user device 
extracted information from the original mail so user of the wireless device can 
determine whether the electronic mail should be read. 

6. As per claim 14, the claim is rejected for the same reasons as claim 1 , above. In 
addition, Watanabe discloses a plurality of wireless electronic devices operable to 
communicate over a wireless communication network (106, fig 1 , col 2, lines 24-60). 
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7. As per claims 2, 1 5, and 28, claims are rejected for the same reasons as claim 1 , 
above. In addition, Watanabe discloses said identified wireless electronic device is 
operable to display received subsets to a user LCD display, (col 5, lines 29-31). 

8. As per claims 3, and 1 6, claims are rejected for the same reasons as claim 1 , 
above. In addition, Watanabe discloses said identified wireless electronic device is 
operable to allow said user to select a particular received subset and wherein said 
notifications server is also for transmitting the remainder of an electronic mail message 
corresponding to said particular received subset in response to the selection thereof by 
said identified wireless electronic device (col 5, lines 45-67; col 6, lines 18-43). 

9. As per claims 4 and 1 7, claims are rejected for the same reasons as claim 1 , 
above. In addition Mousseau discloses said subset is a notification message comprising 
a sender's identification and a subject field of said received electronic mail message 
(page 8, paragraph #0076). 

1 0. As per claims 5 and 1 8, claims are rejected for the same reasons as claim 1 , 
above. In addition, Watanabe discloses said identified wireless electronic device is a 
handheld computer system having wirelessly enabled (fig 3, col 3, lines 28-36). 

11. As per claims 6, 1 9, and 31 , claims are rejected for the same reasons as claim 1 , 
above. In addition, Watanabe discloses wherein said notifications server comprises a 
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user information database for providing a mapping between wireless electronic devices 
and their associated electronic mail addresses (fig 3, col 3,lines 28-36). 

12. As per claims 8 and 21 , claims are rejected for the same reasons as claim 1 , 
above. In addition, Watanabe discloses said subset is wirelessly transmitted using a 
wireless LAN communication network (elements of fig 1). 

1 3. As per claims 9 and 22, claims are rejected for the same reasons as claim 1 , 
above. In addition Mousseau discloses, using a short range wireless communication 
network (page 22, paragraph #0174). 

14. As per claims 1 1 , 24, and 33, claims are rejected for the same reasons as claim 
1, above. In addition Mousseau discloses said standard electronic mail protocol is 
substantially compliant with the SMTP protocol (page 9, paragraph #0084). 

1 5. As per claims 1 2 and 25, claims are rejected for the same reasons as claim 1 , 
above. In addition Mousseau discloses POP protocol (page 9, paragraph #0084). 

16. As per claims 1 3 and 26, claims are rejected for the same reasons as claim 1 , 
above. In addition Mousseau discloses IMAP protocol (page 9, paragraph #0084). 
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17. As per claim 30, claims are rejected for the same reasons as claim 1 , above. In 
addition, Watanabe discloses said identified wireless electronic device allowing said 
user to select a particular received notification message including the subset (col 5, 
lines 22-67; col 6, lines 18-43); and 

said notifications server transmitting the remainder of an electronic mail message 
corresponding to said particular received notification message in response to said user 
selecting said particular received notification message (col 5, lines 45-67; col 6, lines 
18-43). 



Response to Arguments 

18. Applicant's arguments filed 08/1 2/2009 have been fully considered but they are 
not persuasive, therefore a rejection to claims 1-6, 8-9, 11-19, 21-22, 24-28, 30-31 and 
33 is maintained. 

19. In response to applicant's argument that Prior art "TEACHES AWAY", 

A reference is no less anticipatory if, after disclosing the invention, the reference then 
disparages it. The question whether a reference "teaches away" from the invention is 
inapplicable to an anticipation analysis. Celeritas Technologies Ltd. v. Rockwell 
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International Corp., 150 F.3d 1354, 1361, 47 USPQ2d 1516, 1522-23 (Fed. Cir. 
1998) (The prior art was held to anticipate the claims even though it taught away from 
the claimed invention. "The fact that a modem with a single carrier data signal is shown 
to be less than optimal does not vitiate the fact that it is disclosed."). >See Upsher- 
Smith Labs. v. Pamlab, LLC, 412 F.3d 1319, 1323, 75 USPQ2d 1213, 1215 (Fed. Cir. 
2005) (claimed composition that expressly excluded an ingredient held anticipated by 
reference composition that optionally included that same ingredient) ;< see also Atlas 
Powder Co. v. IRECO, Inc., 190 F.3d 1342, 1349, 51 USPQ2d 1943, 1948 (Fed. 
Cir. 1999) (Claimed composition was anticipated by prior art reference that inherently 
met claim limitation of "sufficient aeration" even though reference taught away from air 
entrapment or purposeful aeration.). Watanabe discloses a communication system and 
method for pushing electronic messages to a wireless portable device (arrival 
notification message is pushed by notification apparatus, col 2, lines 54-60; col 5, lines 
6-31 ) to advise a user when an electronic message is received and to provide the user 
with a subset of the electronic message to allow the user to download electronic 
message of interest for viewing at the wireless portable device (col 2, lines 54-60; col 5, 
lines 6-31), comprising: a mail server (102, fig 1) having an electronic mail interface 
configured to be coupled to the internet (104, fig 1 , col 2, lines 48-60), for storing an 
electronic mail message received over the Internet (col 2, lines 37-60) and for 
generating a copy of said electronic mail message (Fig 1, col 2, lines 24-46); a 
notifications server (100, fig 1, col 2, lines 24-36), coupled to said mail server (col 2, 
lines 24-36), and having a standard electronic mail protocol for automatically receiving 
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said copy of said electronic mail message as a standard formatted electronic mail 
message (100, fig 1, col 2, lines 24-53); wherein said mail server (102, fig 1) 
automatically forwards using standard mail protocols the copies of the received 
messages to the said notification server (100, fig 1 , col 2, lines 27-60); wherein said 
notifications server (100, fig 1, col 2, lines 24-60) is for automatically generating (arrival 
notification mail, col 2, lines 24-60), therefrom, a subset of said received copy of said 
electronic mail message (col 5, lines 6-31); and wherein said notifications server (col 2, 
lines 24-60), upon generation of said subset (subset is interpreted as message, col 5, 
lines 6-31), is configured to automatically transmit without any user trigger (notification, 
col 1, lines 5-10; col 2, lines 54-67) said subset (subset is interpreted as message, col 
3, lines 33-35) to an identified wireless electronic device (col 5, lines 6-31) associated 
with a user that is the recipient of said received electronic mail message (cellular phone, 
col 5, lines 6-39), and wherein the user subsequently is able to select the subset 
(subset is interpreted as body of the text, col 6, lines 18-33) and thereby download the 
remainder of the electronic mail message (col 6, lines 17-44). 

The "prior art" (or "the system of) of Watanabe teaches notification apparatus (100, 
fig 1 ,) generating and notifying arrival of notification mail message to the wireless 
device (col 2, lines 24-60) and further suggest adding couple of short sentences to 
the notification message (col 5, lines 22-31, must be using push model technology). 
Mousseau generating a copy of said electronic mail message (page 7, paragraph 
#0070; page 8, paragraph #0076), therefrom, a subset of said received copy of said 
electronic mail message (page 7, paragraph #0070; page 8, paragraph #0076; and 
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paragraph #0067); Wherein a push packet is used by said notification server to 
transmit said subset to said identified wireless electronic device (elements of fig 4, 
paragraph #.0090, "should have been pushed to the user's mobile data 
communication device 24.") It would have been obvious to one of ordinary skill in the 
art at the time of the invention was made to combine the teachings of Watanabe and 
Mousseau (teaches push technology in wireless architecture). The motivation (prior 
art of Watanabe at least suggests adding a couple of short sentence so user can 
determine whether the electronic mail should be read, col 5, lines 22-31 , col 6, lines 
18-33) would have been developing mail arrival notification system for notifying 
mobile user device extracted information from the original mail so user of the 
wireless device can determine whether the electronic mail should be read. 

20. In response applicant argued that: 

Argument: Watanabe does not teach downloading the remainder of the 
electronic mail message. 

Response: Watanabe disclose the user subsequently is able to select the subset 
(subset is interpreted as body of the text, col 6, lines 18-33) and thereby download the 
remainder of the electronic mail message (col 6, lines 55-57, reading the electronic 
message requires download email from the mail server). 
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Conclusion 

21 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 

U. S. Patent 6,912,398 teaches push method to send notification. 

22. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MOHAMMAD A. SIDDIQI whose telephone number is 
(571)272-3976. The examiner can normally be reached on Monday -Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nathan J. Flynn can be reached on (571) 272-1915. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/NATHAN FLYNN/ 
Supervisory Patent Examiner, Art Unit 2454 



